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Negotiators Adopt Geneva Act 
of Lisbon Agreement 
at Diplomatic Conference

May 11 to 21, 2015



Distinctive Signs

Trademark
Distinguishing goods or services of an individual enterprise
from those of others on the market

Distinctive Sign for Products linked to a Geographical Area
Geographical Indication
Appellation of Origin
Certification Mark
Collective Mark
Indication of Source (?)



Geneva Act of the Lisbon Agreement
on Appellations of Origin and Geographical Indications 

Ø Procedures facilitating the acquisition of rights in 
other countries than the country of origin

Ø Norms for the protection of these rights



International Registration at WIPO

uSaves procedural cost and time
uEffective in multiple countries
uAny distinctive sign that meets the definition of a 

GI or an AO in the treaty, no matter how its title
of protection is called in the country of origin



Definitions of appellation of origin (AO) 
and geographical indication (GI)

u AO is a sub-category of GI (specialty GI, stricter definition) 
u This means that it is fine if the law of a member country or 

organization only defines GIs
u Products from a geographical area known in the country of 

origin for a characteristic feature linked to that area



Applications for international registration are to 
be filed at WIPO through a government agency

u Property right or right to use?
u Delimitation of the geographical area
u Indication of any exceptions to the protection, as 

specified when protection was granted by the country or 
organization where the geographical area is situated

u Additional information that a member country or 
organization is permitted to require

u Cost



Geographical Areas with the Same Name

Ø No examination of applications by WIPO on the basis of substantive 
grounds

Ø It is for each Contracting Party to decide, on the basis of its own legal
system and practice, whether or not an AO or GI registered under
Lisbon may coexist with another AO or GI already protected in its
territory

Ø For goods from a trans-border geographical area, adjacent Contracting
Parties can register:

Ø a jointly established AO or GI; or 

Ø individual, separate AOs/GIs for goods from a geographical area of 
origin consisting of their own part of the trans-border area 



Conditions for Protection in Certain Contracting Parties

Ø A Contracting Party may make protection in its territory dependent
on any of the following conditions:

• Information in the application of a connection between the quality,  
reputation or other characteristic(s) with the geographical area of origin

• Signature by person having legal standing to assert the rights conferred by 
the AO/GI

• Declaration of intention to use

• Payment of an individual fee



Effect of international registration

Geneva Act

• extension of protection to other Contracting Parties (fees)

• adaptation of existing Lisbon registrations upon accession of their
country of origin to the Geneva Act (fees) 

• indefinite (except when no longer protected in the Contracting Party 
of Origin)

Except in a Contracting Party ...
• that issued a refusal (within the prescribed time-limit)

• in respect of which protection has been (or must be considered) 
renounced

• that invalidated the effect of the international registration in its 
territory 



Protection to be provided by member countries 
and organizations for the benefit of right holders

u Against use for products of the same kind, not originating in the 
geographical area of the AO/GI

u Against use for products that, although originating in that area, do 
not comply with any other product specification of the AO/GI

u Against use for products not of the same kind or services, if such use

u suggests a connection with those entitled to use the AO/GI 

u would be likely to damage their interests

u where applicable, would be likely to impair or dilute in an unfair
manner, or take unfair advantage of, the reputation of the AO/GI

u The same applies in case of imitations of the AO/GI
u Against registration of a later trademark, if use of the trademark

would result in one of the above situations



Obstacles to protection that may exist abroad

u Opportunity under the Lisbon procedures to present a refusal
to protect an internationally registered AO/GI

u Geneva Act: Opportunity for interested parties to request a 
member country or organization to present a refusal

u Refusal Grounds used in respect of AO No.1:  Pilsner
o France:  « does not meet the definition of an AO »

o Bosnia, Macedonia, Montenegro, Serbia:  « generic »

o Peru:  « conflict with an earlier trademark »

o Iran:  « alcoholic beverages are illegal »

o Protected in the other 21 current Lisbon countries



Controversial Issues

u Procedures for Decision-making at the Diplomatic Conference

u Worrying precedent?

u Revision of the Lisbon Agreement or a New Treaty?

u the Issue of Generic Use of an Indication/Denomination 
constituting a GI/AO

u How to Reflect the WTO Panel Ruling on the Issue of Prior 
Trademark Rights?

u Financing the Lisbon System



Procedures for Decision-making at the 
Diplomatic Conference

u Revision of the Lisbon Agreement or a New Treaty?

u Part IV of the Vienna Convention on the Law of Treaties:  « a 
treaty may be amended by agreement between the parties »

u Art.13(2) of the Lisbon Agreement:  « This Agreement may be
revised by conferences held between the delegates of the 
countries of the Special Union »

u Precedents of the Madrid Protocol (1989) and the Geneva Act of 
the Hague Agreement (1999)

u Current WIPO Rules on Normsetting and Adoption of the Budget

u Did the Lisbon Union act ultra vires by adding GIs?



The Issue of Generic Use of an Indication/Denomination
Constituting a GI/AO

Ø Under the Geneva Act, a GI cannot be considered to have 
become generic in a Contracting Party, subject to the 
other provisions of the Geneva Act

Ø No obligation to protect an element of the GI specified as 
being generic at the time protection was granted in the 
Contracting Party of Origin

Ø Refusals can be based on the generic character of a GI

Ø Protection may cease if a Contracting Party invalidates the 
GI or considers the GI renounced due to non-use, non-
payment of an individual fee, or acquiescence



How to Reflect the WTO Panel Ruling on the 
Issue of Prior Trademark Rights?

u EU legislation specifies coexistence of GIs and prior TMs

u However, EU legislation also specifies that prior TMs that are well-
known prevail over later GIs

u WTO Panel: the coexistence provisions amount to a limited
exception to TM rights within the limits set by Art. 17 TRIPS

u US: first-in-time first-in-right! ‘but we respect the Panel ruling’ 

u Geneva Act: first-in-time first-in-right, while recognizing that
limited exceptions to TM rights in line with the WTO Panel ruling
may exist in some jurisdictions (allowing a GI/AO to coexist)

u Text acceptable to all?



What is the EU going to do?

u EU statement at the end of the Diplomatic Conference:
«The EU and its Member States have a significant interest in 

the revised Agreement and, therefore, particularly appreciate 
the approach that has been taken» 

u Press Release from, and Website of, the European Commission: 
«This result is good news for the protection of GIs. It 

provides for a modern, multilateral treaty on a key form of 
intellectual property» 



EU Parliament Resolution of 6 October 2015

u Calls for extension of the EU protection systems for GIs 
to non-agricultural products

u Geneva Act explicitly referred to in the Resolution



Commission vs Council of the European Union 
(Case C-389/15)

u Commission claims that the decision of the Council establishing the 
mandate for the EU delegation at the Diplomatic Conference was
taken in breach of the TFEU:

u «The negotiation concerns an agreement which falls within the 
exclusive competence of the Union»

u «The Council has appointed Member States as ‘negotiators’, in a 
matter of EU competence, and has not adopted the contested
Decision in accordance with the applicable majority»

u «Maintain the effects of the contested decision, where
appropriate, until the entry into force, within a reasonable period
from the delivery of the present judgment, of a new decision that is
to be adopted by the Council of the European Union pursuant to  
Art. 218(3), (4) and (8) TFEU»



EU Court of Justice on the Competence Issue

u Case C-35/13 (‘Salame Felino’):

u The EU legislation on the protection of GIs and AOs for agricultural products
and foodstuffs does not afford protection to a geographical designation
which has not obtained a registration under that legislation

u Geographical designations may be protected under the national legislation of an EU 
member state concerning geographical designations relating to products for which
there is no specific link between their characteristics and their geographical origin, 
provided its implementation does not undermine the EU legislation on the protection 
of GIs and AOs and does not contravene the principle of the free movement of goods

u Case C-478/07 (‘Bud’):

u Similar decision in respect of a bilateral agreement between two EU member states

u Commission: Under TFEU, EU member State party to Lisbon is no longer competent to 
file applications or refusals under Lisbon on its own motion, except in respect of GIs
for non-agricultural products, as there is currently no EU legislation on such GIs



Art. 351 Treaty on the Functioning of the EU (TFEU) 
u «The rights and obligations arising from agreements concluded before

1 January 1958 or, for acceding States, before the date of their accession, 
between one or more Member States on the one hand, and one or more 
third countries on the other, shall not be affected by the provisions of this
Treaty»

u EU member states that are party to the Lisbon Agreement: 
BG, CZ, FR, HU, IT, PT and SK (7 out of 28)

u 1 January 1958: entry into force EEC Treaty (incl. for FR and IT)
u 31 October 1958: adoption Lisbon Agreement (incl. by FR, HU, IT, PT)
u 25 September 1966: entry into force Lisbon Agreement 

(all 7 became members between 1966 and 1975)
u 1 January 1986: accession PT to the EU
u 1 May 2004: accession CZ, HU and SK to the EU
u 1 January 2007: accession BG to the EU
u 1 December 2009: entry into force TFEU



Art. 28(3)(b) of the Geneva Act
u The effective date of the deposit of the instrument of ratification or accession of 

any State that is a member State of an intergovernmental organization… 

u … and in respect of which the protection of AOs or GIs can only be obtained on the 
basis of legislation applying between the member States of the intergovernmental 
organization…

u … shall be the date on which the instrument of ratification or accession of that 
intergovernmental organization is deposited, if that date is later than the date on 
which the instrument of the said State has been deposited…  

u … However, this subparagraph does not apply with regard to States that are party 
to the Lisbon Agreement […] and shall be without prejudice to the application of 
Article 31 with regard to such States. 

u Could Case C-389/15 similarly lead to a ruling that the EU has exclusive 
competence (also for non-agri products?) while grandfathering application of 
Lisbon and allowing the 7 EU member states party to Lisbon to accede to Geneva?



Canada-EU Comprehensive Economic and Trade 
Agreement (CETA) Chapter on GIs
u Limited to GIs as defined in TRIPS and agricultural product and foodstuff classes as 

listed in an Annex to the Agreement

u Commitment to protect the GIs listed in an Annex to the Agreement
(175 from the EU and 0 from Canada)

u The CETA Joint Committee acting by consensus and on a recommendation by the  
CETA Committee on GIs may decide to add GIs to the Annex

u However, GIs

u - for a product from an EU member state already registered in the EU Register on the 
date CETA was signed shall not in principle be added

u - shall not be added if they are identical to a TM protected in the other Party in 
respect of the same or similar products

u - shall not be added if they are identical to the customary name of a plant variety or 
animal breed in the other Party

u - shall not be added if they are identical with the term customary in common
language as the common name for such product in the other Party



Level of Protection for GIs specified in CETA

u GIs listed under CETA are to be protected against:

u use for products of the same kind, not originating in the geographical area 
of the GI

u use for products that, although originating in that area, do not comply with 
the product specification of the GI

u even where such use is accompanied by expressions such as ‘kind’, ‘type’, 
‘style’, ‘imitation’ or the like, or where the true origin of the product is 
indicated or the GI is used in translation

u use which misleads the public as to the geographical origin of the product

u any other use which constitutes an act of unfair competition (art.10bis PC)

u registration of a TM which contains or consists of a GI of the other Party 
with respect to a product that falls within the same product class as the GI 
product and that does not originate in the geographical area of the GI



Exceptions specified in CETA
u Prior use of ‘Asiago’, ‘Feta’, ‘Fontina’, ‘Gorgonzola’ and ‘Munster’ can be

continued by those who made commercial use of those indications with
regard to products in the class of ‘cheeses’ before 18 October 2013, 
including their successors and assignees, provided that continued use is
accompanied by words such as ‘kind’, ‘type’, ‘style’, ‘imitation’ or the like

u Prior use of ‘Nürnberger Bratwürste’, Jambon de Bayonne’ and [‘Beaufort’]
can be continued only during a transitional period

u If a translation of a GI is identical with or contains within it the generic
term for a product in a Party, the right to use that term in association with
that product shall not be prejudiced in that Party

u The same applies in respect of a generic term in a compound GI

u Annex lists 9 terms that remain «free» for use in Canada (e.g. Parmesan)

u As regards prior TMs, similar provision as TRIPS Art. 24.5



US Dairy Export Council and CCFN ‘Absolutely Reject’ 
CETA Compromise on GIs as a ‘Model for TTIP’:

u «Such demands would envisage US producers as well as others
in the world relinquishing their right to use long-standing 
generic food names, such as ‘asiago’, ‘feta’, ‘fontina’, 
‘munster’ and ‘gorgonzola’»

u However, «we do believe that products with a very specific
geographic designation included in their compound name, 
such as ‘Gouda Holland’, can be protected to the benefit of 
producers and consumers, while the single word ‘gouda’ 
clearly remains unrestricted and in free usage»



The Trans-Pacific Partnership Agreement (‘TPP’) 
and the Lisbon Agreement (and the Geneva Act?)

u Free Trade Agreement concluded between 12 countries around the Pacific 
Ocean (AU, BN, CA, CL, JP, MX, MY, NZ, PE, SG, US, VN)

u Among these countries, MX and PE are party to the Lisbon Agreement

u Recognizing the Parties’ intention for this Agreement to coexist with their 
existing international agreements, each Party affirms, in relation to existing
international agreements to which that Party and at least one other Party are 
party, its existing rights and obligations with respect to that other Party or 
Parties, as the case may be

u If a Party considers that a provision of this Agreement is inconsistent with a 
provision of another agreement to which it and at least one other Party are 
party, on request, the relevant Parties to the other agreement shall consult 
with a view to reaching a mutually satisfactory solution.  This paragraph is 
without prejudice to a Party’s rights and obligations under TPP dispute 
settlement



TPP and the Geneva Act (and Lisbon?)

u No Party shall be required to apply this Article to geographical 
indications that have been specifically identified in, and that are 
protected or recognised pursuant to, an international agreement 
involving a Party or a non-Party, provided that the agreement:

u (a) was concluded, or agreed in principle, prior to the date of 
conclusion, or agreement in principle, of this Agreement;

u (b) was ratified by a Party prior to the date of ratification of this 
Agreement by that Party; or

u (c) entered into force for a Party prior to the date of entry into 
force of this Agreement for that Party

u In respect of such international agreements that permit the 
protection or recognition of a new geographical indication, a Party 
shall…



TPP Provisions Compatible with the Geneva Act

u The  Parties  recognise that  GIs may  be  protected through a 
trademark or sui generis system or other legal means

u Each Party shall provide that signs that may serve as GIs are 
capable of protection under its trademark system. Consistent with 
the definition of a GI in TPP (TRIPS def.), any sign or combination 
of signs shall be eligible for protection under one or more of the 
legal means for protecting GIs, or a combination of such means

u The exclusive right under a TM applies to the use of identical or 
similar signs, including subsequent GIs, without the TM owner’s 
consent, with goods for which the TM is registered, in cases in 
which the use of that GI in the course of trade would result in a 
likelihood of confusion as to the source of the goods



Compatibility Issue between TPP and the Geneva Act (?)

u TPP requires a Party to refuse or cancel a GI when, or to the extent that, 
the GI is a term customary in common language as the common name for the 
relevant good in the territory of the Party

u A Party may provide that this ground shall apply as of the time of filing the 
request for protection or recognition of a GI in the territory of the Party

u Under the Geneva Act, a GI cannot be considered to have become generic in 
a Contracting Party, subject to the other provisions of the Geneva Act

u No obligation to protect an element of the GI specified as being generic at 
the time protection was granted in the Contracting Party of Origin

u Refusals can be based on the generic character of a GI

u Protection may cease if a Contracting Party invalidates the GI or considers 
the GI renounced due to non-use, non-payment of an individual fee, or 
acquiescence



International Protection of GIs

u Can the clock be turned back?

u CETA-type of solution per country?

u The Geneva Act should be able to accommodate all

u May the consumer benefit!

u «Geuze?  That’s a kind of beer, isn’t it?»




